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REMARKS 

I. Interview Summary 

Applicant thanks Examiner Vasisth for the time and courtesy extended in 
conducting a telephonic interview with Applicant's representative on March 1 , 201 1 . 
During the interview, the rejection under 35 U.S.C. § 103(a) over U.S. Patent No. 
6,736,991 to Cohen et al. ("Cohen") in view of U.S. Patent 6,231,782 to Shimomura et 
al. ("Shimomura") were discussed. Specifically, Applicant's representative explained 
that Cohen and Shimomura fail to disclose or suggest the combination of the specific 
mineral oil, phophorothionate, and phosphoric acid ester as claimed, and also 
discussed the unexpected beneficial results presented in Table 2 of the specification 
and the Rule 132 Declaration of Mr. Shimomura submitted with the Reply to Office 
Action filed November 16, 2009. No formal agreement was reached. The foregoing 
amendment and the following remarks reflect the substance of the interview. 

II. STATUS OF THE CLAIMS 

Applicant has cancelled claims 1 and 4-12, and has added new claim 13. The 
new claim is supported by the as-filed specification, e.g., paragraphs [0021], [0046], 
[0049], and Examples 1-6. No new matter has been introduced. 

Claim 13 is pending and under examination. 

As an initial matter, cancellation of claims 1 and 4-12 renders the rejection of 
these claims moot. 

III. New claim 13 

Applicant respectfully submits that new claim 13 is allowable over Cohen and 
Shimomura, considered alone or in combination, for at least the following reasons. 
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A reasonable expectation of success is required to support a conclusion of 
obviousness. M. P.E.P. § 2143.02. In order to have a reasonable expectation of 
success, at least some degree of predictability is required. M. P.E.P. § 2143.02(11). 
Applicant respectfully submits that the refrigerating machine oil as recited in claim 13 
shows the unexpected beneficial results that were not predicted in the cited references, 
as discussed during the interview. 

The present application discloses Examples 4-6, which correspond to the 
refrigerating machine oil recited in claim 13. See as-filed specification, paragraph 
[0129]. Specifically, the refrigerating machine oil compositions of Examples 4-6 each 
includes a combination of the mineral oil, phophorothionate, and phosphoric acid ester 
as recited in claim 13. As shown in Tables 2-3, Examples 4-6 (according to the claimed 
composition) showed marked improvement in wear resistance from the synergistic 
effect of the combination of the phophorothionate (A2) and the phosphoric acid ester 
(A1), as compared with Example 15, which included only the phosphoric acid ester (A1), 
and Example 16, which included only the phophorothionate (A2). 

As discussed during the interview, these unexpected beneficial results would not 
have been achieved or predicted by Cohen or Shimomura. First, neither of the 
references discloses or suggests the combination of phosphorothionate and phosphoric 
acid ester as claimed. Cohen at column 7, line 3-5, discloses anti-wear compounds for 
refrigeration [being] alkyl-aryl or tri-aryl phosphates," but fails to disclose or suggest the 
specific combination of phosphorothionate and phosphoric acid ester. Shimomura at 
col. 9, lines 25-31 discloses several phosphorous compounds to be added to a 
refrigerating machine oil composition, but fails to disclose or suggest the combination of 
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phosphorothionate and phosphoric acid, as claimed. In the absence of this feature, 

neither Cohen nor Shimomura would lead one of ordinary skill in the art to arrive at the 

claimed invention and predicted the above-discussed beneficial results. 

Regarding the claimed mineral oil, the Office Action asserted that Cohen at col. 3 
lines 37-40 discloses naphthenic mineral oils and these mineral oils can be hydrotreated 
or refined to reduce sufur and nitrogen-containing compounds such that "the sulfur and 
nitrogen compounds have been reduced such that the total sulfur and nitrogen is low at 
levels 0.05% or less and the %C A of the naphthenic mineral oil." Office Action at 3. 
During the interview, the Examiner continued to assert that Cohen's mineral oils 
encompass the mineral oil as claimed, and noted that concentrations of sulfur and 
nitrogen, and %C A can be adjusted independently, and thus a decrease in sulfur content 
would not affect %C A . 

Applicant respectfully disagrees. Applicant has previously pointed out that the 
example oils disclosed in Cohen have a sulfur content of 200 ppm or 300 ppm and %C A 
of 14 or 12 (Cohen, col. 3, Table 1); and if these oils are filtered to reduce sulfur and 
nitrogen contents and the respective concentrations of both sulfur and nitrogen have 
been reduced to level of 50 ppm or lower, %C A must also be reduced to be out of the 
claimed range of 8-15 (perhaps down to 0). See October 26, 2010 Reply to Office 
Action, page 8; May 13, 2010 Reply to Office Action, page 9. 

This Applicant's position is corroborated by the attached learned Treatise, 
"LUBRICANT AND SPECIAL FLUIDS," Vaclav Stepina et al., Tribology series 23, 
pages 1 34-147 (1 992). The document describes that hydrogenation is one of the 
known procedures for refining mineral oils (page 139), and changes the compositions of 
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the mineral oils, e.g., sulfur content (%S) and aromatic content (%C A , RA) are reduced 

by hydrogenation (page 141). As an example, Table 3.4 at page 142 of the document 

shows that the value of %S of original oil is reduced from 1 .1 8(before) to 0.063 (after), 

and that the value of %CA of original oil is reduced from 20.3 (before) to 5.1 (after). The 

document therefore supports that the concentrations of sulfur and %CA could not be 

adjusted independently; a decrease in sulfur content would affect %C A . 

For these reasons, if the example oils disclosed in Cohen having a sulfur content 
of 200 ppm or 300 ppm and %C A of 14 or 12 (Cohen, col. 3, Table 1) are filtered such 
that the sulfur contents are reduced to "no more than 48 ppm," as recited in claim 13, 
then %C A must be reduced to be out of the claimed range of 10-15 (perhaps down to 0). 
Accordingly, Cohen neither discloses nor suggests a mineral oil as recited in claim 13. 

For at least the above reasons, claim 14 is allowable over Cohen in view of 
Shimomura. 
IV. CONCLUSION 

In view of the foregoing remarks, Applicant respectfully requests reconsideration 
of this application, withdrawal of the rejections, and timely allowance of the pending 
claims. 

Should the Examiner have any comments or questions, please contact the 
Applicant's representative at (202)408-4457. 
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Please grant any extensions of time required to enter this response and charge 

any additional required fees to Deposit Account 06-0916. 



Respectfully submitted, 

FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, LLP. 

Dated: April 7, 201 1 By: Tfsfro**^ OU> 

Hojung Cho 

Ltd. Rec. No. L0596 



Attachment; "LUBRICANT AND SPECIAL FLUIDS," Vaclav Stepina et al., Tribology 
series 23, pages 134-147 (1992). 
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